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REMARKS 

Claims 1-25 are pending in the application, with claims 1,9, 17 and 25 being 
amended hereby. The Examiner maintains his rejections of all of the claims under 35 U.S.C. 102 
as anticipated by Heiman U.S. Patent No. 4,726,400 ("the '400 patent"). That is the only 
rejection asserted. For the reasons set out below, Applicant submits the rejection is in error and 
should be withdrawn. 1 

The '400 patent discloses yarns that are specifically disclosed as being either 
cotton or "blends of cotton and polyester". See col. 5, line 66. In view thereof, the phrase 
"consisting essentially of was added to each of Applicant's independent claims in the Response 
to Official Action dated September 30, 2005. The "consisting essentially of language was 
carefully selected to limit the scope of at least one of Applicant's claimed fill and/or warp yarns 
to specified materials, i.e. to non-moisture transporting, synthetic filament, and to those materials 
that do not materially affect the basic and novel characteristics of the claimed invention. Thus, 
the "consisting essentially of phraseology should have effectively eliminated from the specified 
fill and/or warp yarns any moisture transporting fibers, such as the cotton of the cotton/polyester 
blended yarns disclosed in the '400 patent. 

However, in order to maintain the rejection based on the '400 patent, the Examiner 
now takes the unexpected position that he can ignore the term "consisting essentially of" in an 

1 Applicant gratefully acknowledges the courtesy extended by Examiner Muromoto in the telephonic interview with 
undersigned counsel on March 20, 2006. The details thereof will be set out in the remainder of this Response. 
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effort to effectively rewrite and broaden the claims to be more like the disclosure of the '400 
patent. Examiner's position is wrong as a matter of law. 

Examiner cites as authority for his position the case of PPG Industries Inc. v. 
Guardian Industries Corp. , 48 USPQ2d 1351 (Fed. Cir. 1998) ("the PPG case"). However, the 
PPG case did not say that Examiner could rewrite hundreds of years of claim drafting law as he 
now seeks to do. To the contrary, the Court, in rejecting an argument by PPG, the patent owner, 
stated that if PPG's argument "were adopted, it would have the effect of converting the critical 
claim language from 'consisting essentially of to 'comprising'." Id. at 1356. As the law clearly 
would not condone such a result, the Court stated that "[w]e therefore reject PPG's 
argument . . . ." Id. Examiner is acting outside his authority when he seeks to rewrite Applicant's 
claims so that they will approach the prior art instead of being properly focused on the invention. 

Given Examiner's fundamentally flawed legal analysis, Applicant's submit that 
the rejections over the '400 patent should be withdrawn and the claims allowed. Lest there be 
any doubt of Examiner's flawed analysis, Examiner states, but then fails to apply, the proper test 
for construing the term "consisting essentially of. In that regard, the law is well settled, and is 
stated in the PPG case, that such a claim phrase permits inclusion of only those components that 
do not "materially affect the basic and novel properties of the invention." From there, however, 
Examiner ignores the basic and novel properties of the present invention. As the Federal Circuit 
made clear "[t]o determine those properties, we need look no further than the patent 
specification." AK Steel Corp. v. Sollac , 68 USPQ2d 1280, 1283 (Fed. Cir. 2003). Examiner, 
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just as he wants to ignore the language of the claim, is clearly ignoring the very specification 
from which the present claims grow and which make clear that focus of the present invention is 
that the yarn be one that is essentially non-moisture transporting. Examiner seemingly 
acknowledges that, properly understood, there is no teaching in the '400 patent of such a yarn. So 
to avoid that disparity between the claimed invention and the reference, Examiner must either 
ignore that the claims require that distinction, or ignore that the distinction even matters. Both 
are incorrect as a matter of law. Accordingly. Applicant submits that the present rejections be 
withdrawn and the claims allowed. 

In any event, to make the point even clearer, Applicant has amended the claims to 
specify that, consistent with the claims as originally presented, at least one of the fill and/or warp 
yarns further is "devoid of moisture-transporting fiber." Support for the amendments can be 
found throughout the specification and at least in paragraphs [0003], [0005], [0013], [0014], 
[0015], and [0016]. In the telephonic interview with Applicant's representative, discussion was 
centered on amending the claims to include the wording "being devoid of non-moisture 
transporting material." Examiner advised that such an amendment would overcome the 
anticipation rejections based on the '400 patent. Examiner reserved judgment on whether he 
would reassert the '400 patent in the context of an obviousness rejection under Section 103. 
Applicant submits that any such rejection would also be in error. In any event, Applicant has 
sharpened the proposed language to recite "devoid of moisture-transporting fiber". Clearly, 
Applicant's non-moisture transporting yarn, such yarn being devoid of moisture transporting 
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fiber, cannot be a typical yarn, such as the blends of cotton and polyester referenced in the '400 
patent, thus even further distinguishingover the '400 patent. 

In view of the foregoing, it is respectfully submitted that the rejection of the 
claims as anticipated by the '400 patent is in error. Applicant further submits that it would also 
be inappropriate to posit an obviousness rejection relying on the 400 patent. 2 The present 
invention moves away from what is submitted to be taught in the art by calling for a yarn that 
consists essentially of non-moisture-transporting synthetic filament and that is devoid of moisture 
transporting fiber, thus excluding from the yam a blend with moisture-transporting cotton (the 
'400 patent) or treatment of the filament to make it moisture transporting (U.S. Patent 
No. 6,062,272, discussed in the application as filed). 

Conclusion 

In view of the foregoing, Applicant respectfully submits that the anticipation 
rejection is in error and should be withdrawn, and that no further rejection is appropriate. 
Accordingly, Applicant respectfully submits that the case is now in condition for allowance and a 
formal Notice of Allowance is respectfully solicited. 

If this Response leaves any issues open or Examiner wishes to discuss any 
further issues, a call to undersigned counsel would be gratefully appreciated. Also, all fees 

2 Applicant's representative submits that the previous Response to Official Action dated September 30, 2005 
already addresses this issue and, thus, will not belabor these arguments here, and instead incorporates and reaffirms 
the analysis and remarks previously presented to Examiner. 
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believed to be necessary have been submitted herewith. Should any additional fees or 

surcharges be deemed necessary, Examiner has authorization to charge fees or credit any 

overpayment to Deposit Account No. 23-3000. 

Respectfully submitted, 

WOOD, HERRON & EVANS, L.L.P. 

By /Randall S. Jackson. Jr./ 
Randall S. Jackson, Jr. 
Reg. 48,248 

2700 Carew Tower 
Cincinnati, Ohio 45202 
(513) 241-2324 
(513) 241-6234 (fax) 
Customer Number 26,875 
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